
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/998,650 


12/03/2001 


Shell S. Simpson 


10008254-1 


7559 



7590 07/26/2005 

HEWLETT-PACKARD COMPANY 
Intellectual Property Administration 
P. O. Box 272400 
Fort Collins, CO 80527-2400 



EXAMINER 



DIVINE, LUCAS 



ART UNIT 



PAPER NUMBER 



2624 

DATE MAILED: 07/26/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summarv 


Application No. 

09/998,650 


Applicant(s) 

SIMPSON ETAL 


Examiner 

Lucas Divine 


Art Unit 

2624 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)S Responsive to communication(s) filed on 03 December 2001 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [3 Claim(s) 1-22 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 13 February 2002 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 1 1 9 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (0. 
a)D All b)D Some * c)D None of: 

lO Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Paper No(s)/Mail Date 3/7/02 . 6) □ Other: . 
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DETAILED ACTION 



Drawings 



1. 



The drawings were received on 2/13/02. These drawings are accepted. 



Specification 



2. 



The title of the invention is not descriptive. A new title is required that is clearly 



indicative of the invention to which the claims are directed. 



Claim Rejections - 35 USC §102 



The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 1 - 7 and 15-22 are rejected under 35 U.S.C 102(b) as being anticipated by 
Webb et al. (US 5727135). 

Regarding claim 20 . Webb teaches a printing system (Fig. 1) comprising: 

(a) a printer (16, Fig. 1) having at least one user input key (40a-d, 45, 46, Fig. 1); and 

(b) a computer (11, Fig. 1) connected to the printer over a network (21), the 
computer including: 
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(b.l) apparatus for transmitting a print job to a printer (discussed throughout 
and operations performed on print jobs; col. 8 line 57 [transfer]; col. 10 line 1); 

(b.2) apparatus for automatically displaying on the computer an image (Fig. 
1, 35') of the input key (40a-d', 45', 46') while the printer is processing the print job 

(the status and control of the print job imply controlling the print job while it is being 
processed); and 

(b.3) apparatus for responding to a selection of the image by causing the 
printer to perform a pre-determined function (col. 3 lines 55-67, col. 10 lines 60-67, 
Fig. 4, 200, col. 4 lines 5-9). 

Regarding claim 21 . which depends from claim 20, Webb teaches that one of the 
functions that the panels perform is a cancel function in col. 2 line 59, as well as the stop 
function in Table I (col. 10) appears to perform the canceling function. 

Regarding claim 22 . which depends from claim 20, Webb teaches the printer is 
configured to respond to a selection of the user input key performing the pre-determined 
function (col. 3 line 55-67, wherein since the remote view has the same functionality as the local 
view, the printer responds the same way by performing the function of the button pressed). 



Regarding claims 1. 5. 7. and 3 . the structural elements of apparatus claims 20 and 21 
perform all of the method steps of method claim 1, 5, 7, and 3 (respectively). Therefore method 
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claims 1, 5, 7, and 3 are rejected for the same reasons as set forth in the rejection of apparatus 
claims 20 and 21. 

Regarding claim 2 . which depends from claim 1, Webb teaches the printer is 
configured to perform a first function when the key is selected by a walk-up user and step 
(c) is performed by causing the printer to perform the first function (col. 3 lines 55-67, col. 
10 lines 60-67 and throughout). 

Regarding claim 4 . which depends from claim 1, Webb teaches in col. 10 line 41 that one 
of the many options that can be controlled and selected locally and remotely is paper size - 
'media having a different set of dimensions'. 

Regarding claim 6 . which depends from claim 5, Webb teaches that the updates are in 
real time (col. 4 line 1) which reads on 'presently being provided by the device'. 

Regarding claims 15-17 , the structural elements of claims 20 and 21 perform all of the 
method steps of program claims 15-17. Further, Webb teaches the controller performs 
execution of a program to do so in col. 6 lines 56-67, including saving the program to a hard 
disk. Therefore, claims 15 - 17 are rejected for the same reasons as set forth in the rejection of 
apparatus claims 20 and 21. 
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Regarding claim 18 . which depends from claim 15, Webb teaches that the two displays 
are virtually the same to the walk up user and the remote user (col. 3 lines 55 - col. 4 line 25, col. 
7 lines 1-15) 

Regarding claim 19 . which depends from claim 15, Webb teaches that the whole display 
of the printer can be replicated (col. 3 lines 62-66) and that one of those items could be indicator 
lights (col. 6 line 30). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 8 and 10 - 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Webb in view of Teng et al. (US 6327045). 

Regarding claims 8 and 14 . Webb teaches a server (col. 2 the paragraph of lines 10-16, 
wherein servers can be part of the LAN 21 of Fig. 1 as connected to the client and printer 
through the LAN), comprising: 

(b) means for transmitting a program of computer readable instructions to the 
client (col. 6 lines 56-67, wherein program for completion the below functions is transmitted to 
the computer), the program for enabling the client to: 
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i) use a specific printer (16, Fig. 1) to print a document, the printer having a user 
input key (40a-d, 45, 46, Fig. 1); and 

ii) automatically display (Fig. 1, 35') an image of the key (40a-d', 45', 46', Fig. 1) 
while the printer is printing the document (the status and control of the print job imply 
controlling the print job while it is being processed; and 

iii) in response to receiving a user selection of the key image while the printer is 
printing the document, cause the printer to perform a particular function (col. 3 lines 55- 
67, col. 10 lines 60-67, Fig. 4, 200, col. 4 lines 5-9). 

Webb clearly suggests using print and file servers for routing print jobs and providing 
files in the background of the invention. Web also teaches the system is implemented on a 
network through a LAN. 

Webb does not specifically teach a web server that receives a html request and transmits 
the html code to the client for the client to control printing operations. 

Teng teaches a client, server, printer system (Fig. 2) including receiving requests from the 
user and sending html to the user (Fig. 7) to control printing operations (Figs. 8 - 14). 

It would have been obvious to one of ordinary skill in the art that the LAN/Server 
printing system of Webb could have been implemented in a Web printing system such as that of 
Teng. The motivations for doing so would have been to use all of the beneficial features of the 
Internet in the printing system and to provide for the user to even be more remote from the 
printer (for example, not in the LOCAL area network). Benefits of a printing system via the 
Internet are well known in the art. 
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Regarding claim 10 . which depends from claim 8, Webb teaches that one of the functions 
that the panels perform is a cancel function in col. 2 line 59, as well as the stop function in Table 
I (col. 10) appears to perform the canceling function. Also, Teng shows canceling in Fig. 8. 

Regarding claim 1 1 . which depends from claim 8, Webb teaches in col. 10 line 41 that 
one of the many options that can be controlled and selected locally and remotely is paper size - 
'media having a particular dimension'. Teng shows it in Fig. 9. 

Regarding claim 12 . which depends from claim 8, Webb teaches that the two displays are 
virtually the same to the walk up user and the remote user (col. 3 lines 55 - col. 4 line 25, col. 7 
lines 1-15) 

Regarding claim 13 . which depends from claim 8, Webb teaches the client is a personal 
computer (computer 1 1, Fig. 1) connected to the server over a network (Fig. 1, network 21). 

5. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Webb and Teng as 
applied to claim 8 above, and further in view of Yoshida et al. (US 6130757). 

Regarding claim 9 . which depends from claim 8, while Teng teaches Web server (Fig. 2) 
for interacting with a client in a printing system, the combination does not specifically that the 
Web server is an embedded server in the printer. 

However, it is known in the art, and Yoshida teaches, a printer that can act as a printer 
server or a printer client for controlling other network image forming devices, thus including 
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image forming and print server related functions (multi-function device 1 as shown in Fig. 1; col. 
4 lines 30-31, col. 9 lines 15-16, col. 9 line 1). . 

It would be obvious to one of ordinary skill in the art that the functionality of the server 
in the combination of Webb and Teng could have been implemented in a sophisticated printer 
such as that of Yoshida. The motivations for doing so would have been to reduce complexity by 
having all functionality needed at one device instead of two and it would allow image forming 
apparatuses to directly connect to the clients instead of having delays in transmission because of 
the data having to go through separate information processing apparatuses. Thus, the system is 
simplified by having less network and computing complexity and the system is faster by having 
the data on the network only transferred once and having internal (fast buses) connections 
between server and printing units instead of external (slower network transmission). 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

US-6678757, Paulus et al., 1-13-2004: teaches a print data management system and 

method, see specifically col. 6 lines 28-38. 
US-6453 127, Wood et al., 9-17-2002: teaches establishment at a remote location of an 

Internet/Intranet user interface to a copier/printer. Please review closely. 
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7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lucas Divine whose telephone number is 571-272-7432. The 
examiner can normally be reached on Monday - Friday, 7:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Moore can be reached on 571-272-7437. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Lucas Divine 
Examiner 
Art Unit 2624 
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